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THE PROTECTION OF GEOGRAPHICAL
INDICATIONS AFTER DOHA: QUO VADIS?

G. E. Evans* and Michael Blakeney**

ABSTRACT

During the last twenty years the international protection of geographical
indications (GIs) has experienced a worldwide resurgence spurred by both
the greater need and the additional opportunities offered by the global mar-
ketplace for the diversification of agricultural products and foodstuffs. The
Doha Ministerial Declaration lends support to developing countries that are
seeking forms of knowledge less than high technology that they have the capa-
city to exploit. June 2005 saw the European Communities submit a radical
proposal, designed to also meet the needs of developing countries that would
amend the Trade-Related Aspects of Intellectual Property (TRIPS) Agree-
ment in favour of a mandatory multilateral system of registration for all prod-
ucts. Yet, World Trade Organization (WTO) Members are as divided over
their capacity to take advantage of GI protection no less than they are as to
the means of regulation. To date, no ready solution to the further global har-
monization of GIs has been found. This paper examines the two major regu-
latory models advanced by the European Union and the United States of
America for the protection of GIs. In the light of the Doha Development
Agenda, the authors argue in favour of an incremental approach that would
allow developing countries the flexibility to adjust additional protection in
accordance with their level of economic development.

INTRODUCTION

The future protection of geographical indications (GIs) in the World Trade
Organization (WTOQO) seems as intractable a problem as the agricultural nego-
tiations to which it is inevitably linked.! During the last twenty years the inter-
national protection of GIs has experienced a notable worldwide resurgence.
Given the ancient provenance of the modern GI, it is a matter of historical
irony that the reasons for this increase may be found in local reaction to the
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industrialization and globalization of agricultural production. The industrial-
ized model of agriculture based on the Green Revolution of the twentieth
century? proved capable of producing prodigious food surpluses that might
feed the world, but the resulting economies of scale simply made it uneco-
nomical for small farmers to continue to cultivate the land. In the twenty-first
century the revolution in agricultural biotechnology means that innovation,
knowledge and technology has only accentuated the trend to mass production
of agricultural and food products. The current development of the law of GIs
has been spurred by both the greater need and the additional opportunities
offered by the global marketplace for the diversification of agricultural prod-
ucts and foodstuffs. Coffee prices provide a dramatic example of low com-
modity returns to farmers. Significant oversupply and sluggish demand
growth in the world market resulted in coffee prices falling by 58% between
1998 and 2001 to an all time low of US 45.67 cents per pound.?

The response to such a highly concentrated, privatized and technocratic
means of agricultural production might be anticipated. Local farming com-
munities and developing country governments have responded by seeking a
complementary means of legal control—the GI. The definition accorded GIs
in Trade-Related Aspects of Intellectual Property (TRIPS)* potentially
favours associations of small producers being a category of intellectual prop-
erty chiefly applicable to agricultural products and foodstuffs that originate in
a specific place and possess qualities, a reputation, or other characteristics
that are essentially attributable to that place of origin.” India, for example,
possesses well-known geographical names for such staple commodities as
‘Darjeeling’ tea and ‘Basmati’ rice. Many developing country governments
and non-governmental organizations (NGOs), cognizant of the potential
commercial advantage inhering in local geographical names and the market-
ing of agricultural products, are now desirous of ensuring the ‘repatriation’ of
rights that historically may inadvertently have gone to distributors in the earl-
ier industrialized countries of Europe or North America. The Doha Ministe-
rial Declaration of 2001 lends support to developing countries that are
seeking forms of knowledge, less than high technology that they have the
capacity to exploit. It recognizes ‘the need for all our peoples to benefit from

2 A term coined by the Director of the US Agency for International Development William Gaud
(March 1968) with reference to the movement to increase yields by using new crop cultivars irrigation
fertilizers pesticides and mechanization.

3 FAO, Food Outlook, April 2005, http://www.fao.org/documents/show_cdr.asp?url_file=/docrep/007/
j5051e/j5051e04.htm (visited 13 June 2006).

4 Final Act Embodying the Results of the Uruguay Round of Multilateral Trade Negotiations, Marra-
kesh Agreement Establishing the World Trade Organization, signed at Marrakesh (Morocco), 15
April 1994 [hereinafter WTO Agreement], Annex IC, Agreement on Trade-Related Aspects of Intel-
lectual Property Rights [hereinafter TRIPS Agreement or TRIPS], reprinted in The Results of the Uru-
guay Round of Multilateral Trade Negotiations—The Legal Texts, 1-19, 365-403 (GATT Secretariat,
Geneva 1994).

> See definition of geographical indication in TRIPS Article 22.
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the increased opportunities and welfare gains that the multilateral trading
system generates’.® Gls, pertaining to both agriculture and handicrafts, may
contain traditional knowledge, which is capable of exploitation in sophisti-
cated consumer markets as natural medicinal, culinary, cosmetic, or lifestyle
products.

As to the means of protection, the European Commission’s deployment of
GIs as a means of sustaining the viability of small farming and rural
communities’ provides developing countries with a possible regulatory
model. Within Europe, a Community-wide system for their registration is
considered an indispensable part of agricultural policy, serving both to pre-
serve the incomes of small to medium-size producers and to guarantee the
sustainability of the rural economy. In a successful attempt to export this
model, the EC negotiated its inclusion in the TRIPS Agreement albeit limited
to wines and spirits.®

Questions associated with different means of regulating GIs have long
divided civil and common law jurisdictions. As a measure of the strength of
that regulatory divide, the TRIPS Agreement itself contains a provision
requiring continuing negotiations concerning the establishment of a multilat-
eral register for Gls for wines and spirits.® Beyond this latter goal, the European
Community and its developing country supporters continue to work towards
increased protection for GIs in respect of agricultural products, foodstuffs,
and handicrafts. To this end, June 2005 saw the European Communities
(EC) submit a radical proposal to amend the TRIPS Agreement to provide a
multilateral system of registration and enforcement for GIs.!° By the same
token, the majority of ‘New World’ Members, led by the United States,
including Australia, Canada, and Argentina, remain adamantly opposed to

5 Clause 2, Doha Ministerial Declaration, 14 November 2001, WT/MIN(01)/DEC/1.

7 Regulation (EEC) No. 2081/92 established a special Community-wide system for the protection of
GIs of Member States.

8 Blakeney M., ‘Stimulating Agricultural Innovation’, in K. E. Maskus and J. H. Reichman (eds),
International Public Goods and Transfer of Technology under a Globalized Intellectual Property Regime
(Cambridge, UK: Cambridge University Press, 2005), 367-90.

® WTO Member States agreed to negotiate a multilateral system of notification and registration of
geographical indications for wines and spirits: TRIPS Article 23(4); Doha Declaration, paragraph
18. The latter also note that ‘issues related to the extension of the protection of geographical indica-
tions provided for in Article 23 to products other than wines and spirits are to addressed in the
Council for TRIPS pursuant to paragraph 12 of this declaration’.

15

In June 2005, the EC submitted a proposal for amending Section 3 of the TRIPS Agreement with a
view to extending the regime of protection today available for geographical indications on wines and
spirits to geographical indications on all products (‘extension’) and in addition a proposal for the
inclusion of an annex to the TRIPS Agreement establishing a multilateral system of notification and
registration of geographical indications (GIs). World Trade Organization, General Council, Trade
Negotiations Committee, Council for Trade-Related Aspects of Intellectual Property Rights, Special
Session on Geographical Indications, Communication from the European Communities 14 June
2005, WT/GC/W/547, TN/C/W/26, TN/IP/W/11. See earlier submissions of the EC, 22 June 2000,
IP/C/W/107/Rev.1 with respect to the register and submission of 2002 in respect of the extension, IP/
C/W/353, 24 June 2002.
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the EC proposal, being of the view that the international protection of GIs is
adequate as it stands and that such a drastic development would only serve to
undermine future gains in market access for non-European food and agricul-
tural products.!!

Moreover, ongoing negotiations were derailed by United States and Aus-
tralian requests for the establishment of a dispute settlement panel to hear
their claims against the EC concerning its discriminatory treatment of foreign
rightholders. In the aftermath, the ruling of the WTO Panel of March 2005 in
the case of EC—Geographical Indications has done little to quell the strength of
this regulatory disagreement. The Hong Kong Ministerial Declaration of
December 2005 did not record any notable progress concerning the extension
of the protection of GIs to products other than wines and spirits; or the multi-
lateral register for GIs for wines and spirits.!? The depth of the transatlantic
division between the major powers of the EU and the United States concern-
ing the means of protection risks further progress on harmonization for the
foreseeable future.

The global regulation of GIs is now at a crossroads. Quo vadis? The Agree-
ment on Trade-Related Aspects of Intellectual Property Law (TRIPS) is
widely recognized as having set new standards for the international protection
of GIs, having succeeded at one stroke in recognizing GIs as a major category
of intellectual property alongside patents and copyright and trademarks.!?
While we may have agreement as to the fundamental principles of protection,
there is a lack of precision as to legal terms and, a number of novel legal issues
arising from the proposal for extended protection, notably the extent to which
legal effects at the national level should impact upon multilateral registration;

11" See US Submissions on Gls at the WTO TRIPS Council: ‘Joint Proposal for a Multilateral System
of Notification and Registration of Geographical Indications for Wines and Spirits’, Communication
from Argentina, Australia, Canada, Chile, Ecuador, El Salvador, New Zealand and the United
States, TN/IP/W/9, 13 April 2004; ‘Multilateral System of Notification and Registration of
Geographical Indications for Wines (and Spirits)’, Communication from Argentina, Australia,
Canada, Chile, New Zealand and the United States, TN/IP/W/6, 29 October 2002; ‘Proposal for a
Multilateral System for Notification and Registration of Geographical Indications for Wines and
Spirits based on Article 23.4 of the TRIPS Agreement, ’Communication from Argentina, Australia,
Canada, Chile, Colombia, Costa Rica, Dominican Republic, Ecuador, El Salvador, Guatemala,
Honduras, Japan, Namibia, New Zealand, Philippines, Chinese Taipei, and the United States, TN/
IP/W/5, 23 October 2002.

12 Clauses 29 and 39, Sixth Session, Hong Kong, 13-18 December 2005, Ministerial Declaration,

adopted on 18 December 2005, WT/MIN(05)/DEC. Further see Special Session of the Council for

TRIPS Report by the Chairman, Ambassador Manzoor Ahmad, to the Trade Negotiations Commit-

tee, 23 November 2005, TN/IP/14, in which Ambassador Manzoor Ahmad lament the lack of

progress at para. 5.

Evans, G., ‘Intellectual Property as a Trade Issue: The Making of the Agreement on Trade Related

Aspects of Intellectual Property’ 18(2) World Competition, Law and Economics Review (1994)

137-80; Evans G. E., Lawmaking under the Trade Constitution: A Study in Legislating by the World

Trade Organization, Studies in Transnational Economic Law, Kluwer Law International, Boston,

2000, Chapter 4.
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and the legal consequences attendant upon whether Members’ participation
in the system is prescriptive or voluntary.

In fact, WTO Members are as divided over their capacity to take advantage
of GI protection no less than they are as to the means of regulation. Yet, it
would be wrong to characterize differences concerning the model of regula-
tion as another North-South debate between the old industrialized and the
developing worlds. On the one hand, in view of the fact that Europe possesses
over 700 registered GIs,'* sophisticated institutional infrastructure and tech-
nical prowess, it is exceptionally well placed to leverage the benefits of an
expanded multilateral system of GI protection. Newly industrializing coun-
tries such as China, India, and Kenya are similarly well placed to take advant-
age of intellectual property protection afforded agricultural GIs. The
supporters of additional protection advance ambitious claims concerning the
protection of GIs and the sustainable development of rural communities,
including increased food security for those without cash incomes, and the
promotion of environmental biodiversity.!> On the other hand, given the cost
of establishing and maintaining the institutions necessary to intellectual prop-
erty protection, serious doubts remain over the ability of those countries less
advanced or less advantageously situated to benefit from additional GI pro-
tection. In as much as these differing needs and capacities have been recog-
nized in ongoing negotiations in the WTO over the last decade, no ready
solution to the further global harmonization of GIs has been found to date.!®

To what extent, then, has the rationale for, and implications of, protecting
GIs been lost in the heated debate concerning the extension of subject matter
and the character of the multinational register that has ensued in the decade

14 Since 1993, more than 700 names, designating inzer alia over 150 cheeses, 160 meat and meat-based
products, 150 fresh or processed fruits or vegetables and 80 types of olive oil, have been registered in
this context. The Commission has also received over 300 further applications for the registration of
names and/or amendments to specifications from Member States and third countries: Proposal for a
Council Regulation on the Protection of Geographical Indications and designations of origin for agri-
cultural products and foodstuffs, Commission of the European Communities, Brussels, 5 January
2006, para 3.

15 Joachim von Braun, Ashok Gulati and David Orden, ‘Making Agricultural Trade Liberalization
Work for the Poor’: Address delivered by Joachim von Braun, Director General of IFPRI, at the
WTO Public Symposium ‘Multilateralism at a Crossroad’, Geneva, 25 May 2004. International
Food Policy Research Institute, Washington, DC, www.wto.org/English/tratop_e/dda_e/
symp04_paper_von_braun_e.doc; Food And Agriculture Organization Of The United Nations,
‘Smallholder Farmers In India: Food Security And Agricultural Policy’, Regional Office for Asia and
the Pacific, Bangkok, Thailand, ftp:/ftp.fao.org/docrep/fao/005/ac484e/ac484e00.pdf; United
Nations Development Programme (UNDP), Environmental Mainstreaming Strategy, A strategy for
enhanced environmental soundness and sustainability in UNDP policies, programmes, and opera-
tional processes, June 2004, at 8, http://www.undp.org/fssd/docs/envmainstrat.doc.

Report by the Chairman, Ambassador Manzoor Ahmad, to the Trade Negotiations Committee,
Council for Trade-Related Aspects of Intellectual Property Rights Special Session, a Report on the
Negotiations on the Establishment of a Multilateral System of Notification and Registration of Geo-
graphical Indications for Wines and Spirits, 23 November 2005, TN/IP/14; similarly see Report of
20 July 2005, TN/IP/W/13.
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since the conclusion of the TRIPS Agreement? While GIs have been
promoted as a ‘development-friendly’ form of intellectual property, there are
also costs to consider, not least, to the public in higher prices and reduced
competition.'”

All intellectual property rights by their nature are restrictive of competition.
The rationale is based on the notion that a temporary restriction is justified in
providing an incentive and a return to the inventor or entrepreneur.'® The
question is whether these demands or requirements for extended protection
and a mandatory multilateral register can be justified? The article argues in
favour of an incremental approach in order to allow developing countries the
flexibility to adjust the protection of GIs according to their level of economic
development.!® In so doing, it keeps the light of the Doha mandate to the
foreground, so that at the end, we may better discern the road ahead.

In reviewing the regulatory options, the article starts out with an overview
of the dual model of regulation promulgated worldwide under the TRIPS
Agreement. Parts II and III examine the European model of ‘sui generis’ reg-
ulation of GIs for agricultural products and foodstuffs, including the nature
and extent of litigation concerning its application. Part IV considers the
opposing model of transnational regulation advanced by the United States
that would protect GIs as a subset of the established trademark system. It
does so by analysing the way in which the WTO Panel dealt with the conflict-
ing regulatory models in EC—Protection of Trademarks and Geographical Indica-
tions. Finally, in the light of the Doha Declaration, Parts V and VI discuss
possible future developments in the protection of GIs, including the extension
of eligible subject matter and the introduction of a mandatory multilateral
register.

I. DUAL MODEL OF REGULATION UNDER TRIPS

As the law currently stands, TRIPS mandates a two-tiered model of regulation,
giving enhanced protection to wines and spirits but leaving the legal means of
protection to national governments for other agricultural products and foods.
The history of the Lisbon and Madrid Agreements records a two-hundred-year

7 Consorzio del Prosciutto di Parma & Salumificio S. Rita SpA v. Asda Stores Ltd & Hygrade Foods
Ltd, EC]J, Case C-108/01, 20 May 2003, http://curia.eu.int.

See K. Maskus, Encouraging International Technology Transfer, Intellectual Property Rights and
Sustainable Development May 2004, UNCTAD, Issue Paper No. 7 at 31; Drahos P., An Alternative
Framework for the Global Regulation of Intellectual Property Rights, forthcoming publication in
Austrian Fournal of Development Studies, Centre For Governance Of Knowledge And Development
Working Paper, October 2005, at 14, http://cgkd.anu.edu.au/menus/workingpapers.php. See gener-
ally, ] Braithwaite & P Drahos, Global Business Regulation (2000).

Bernard M. Hoekman, Keith E. Maskus, Kamal Saggi, Transfer of Technology to Developing
Countries: Unilateral and Multilateral Policy Options, World Bank Policy Research Working Paper
3332, June 2004, develops a typology of country types and appropriate policy rules as a guide to both
national policymakers and rule making in the World Trade Organization (WTO). See summary table
at 32.

18
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campaign by the French wine and spirit industry for comprehensive interna-
tional protection against imitation and counterfeiting that was ultimately real-
ized in Article 23 of the TRIPS Agreement.

A. Specialist protection accorded wines and spirits

Additional protection is provided for GIs for wines and spirits by virtue of
Article 23. It provides the industry with a discrete sub-system of transnational
protection. First, it establishes a voluntary, multilateral system of notification
and registration of GIs for wines eligible for protection. Second, it offers the
highest standards of protection against unauthorized use. In this regard Arti-
cle 23.1 allows Members to ‘provide the legal means to interested parties to
prevent the use of a geographical indication’ identifying wines or spirits which
do not originate in the place indicated by the GI in question. Registration of
trademarks containing such GIs must be refused or cancelled, either ex officio
or at the request of an interested party. Moreover, this prohibition, borrowing
from Article 3 of the Lisbon Agreement, includes indications which refer to
the true origin of such goods, or where the GI is used in translation, or where
the GI “is accompanied by expressions such as ‘kind’, ‘type’, ‘style’, ‘imita-
tion’ or the ‘like’”. The scope of exclusivity granted GIs for wines and spirits
approximates dilution-style protection for trademarks. It is therefore prima
facie an infringement of a GI to use it for any similar product, or other prod-
uct or service, if the use is likely to result in an appropriation of the reputation
of the GI or in the weakening of its reputation.?’

B. General protection against unfair competition accorded all products

In contrast to wines and spirits, agricultural products, foodstuffs, and handi-
crafts lack any provision for a multilateral register and are not accorded a sim-
ilarly high standard of protection against infringement. Unauthorized use is
based on norms relating to misrepresentation and deceptive conduct. Codify-
ing existing international protection against unfair trade practices, Article
22.2 sets out to prohibit any use which ‘constitutes an act of unfair competi-
tion under Article 10bis of the Paris Convention’. Nonetheless, TRIPS
extends the ambit of Article 10bzs to a GI ‘which, although literally true as to
a territory, region or locality in which the goods originate, falsely represents to
the public that the goods originate in another territory’. In addition, Article
22.4 stipulates that the protection under Article 22.1 to 3 must also be made
available in respect of the use of deceptive GlIs, i.e. GIs that are literally true,
although they falsely represent to the public that the goods on which they are
used originate in a different territory.

20 E.g. applying Belgian law on geographical indications and fair trade practices, the Nivelles Commer-
cial Court ordered SA de Landtsheer Emmanuel to cease using the word ‘champagne’ in relation to
its new product, as well as the slogan ‘the beer world’s answer to Veuve Cliquot’ (RG A/02/01496,
2003).
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However, it lacks the higher level of dilution-style infringement accorded
the wine and spirit GIs based exclusively on reputational injury. Similarly, the
registration and maintenance of a trademark containing or consisting of a GI
is dependent on misleading use. Article 22.2 accordingly provides that trade-
marks for goods not originating in the territory indicated must be refused or
cancelled, where such use of those trademarks for such goods would be mis-
leading as to the true place of origin of the goods.

II. THE EUROPEAN MODEL OF ‘SUI GENERIS’ REGULATION

Undoubtedly, given the experience of the TRIPS negotiations, the Europe
Union has the influence to shape the future direction of international protec-
tion for GIs. More than a decade of experience in the transnational regulation
of GIs allows the European Union to speak with singular authority in advanc-
ing the international extension its own model of protection. In so far as Euro-
pean negotiators are concerned, the two-tiered protection of the TRIPS
Agreement represents but a partial victory. Europe’s objective during the
Uruguay Round negotiations had been to protect all foodstuffs, including
wine, to the same high level, prohibiting use of such GIs in question even
when accompanied by words such as ‘type’ or ‘style’ and in the absence of
‘misleading use’.2! While the EC succeeded in having GIs recognized as a dis-
tinct category of intellectual property rights within Section 3 of the TRIPS
Agreement and in securing additional protection for wines and spirits, Member
States generally have the freedom to determine the legal means of protection for
GIs.?? Nonetheless, Europe’s negotiating position during the Doha Round of
trade negotiations remains constant to its desire to see correspondingly higher
standards of international protection. In order to appreciate the extent to which
the European negotiating position is compatible with that of the Doha Declara-
tion, we first review the character of the European regulatory model, before
proceeding to examine some of the problems it has encountered.

The autonomous protection of GIs across the European Economic Area
became an early feature of the Commission’s agricultural policy.?*> In February
1979, in Cassis de Dijon, the European Court of Justice (ECJ]) held that prod-
ucts legally produced and marketed in one Member States could be marketed

21 Stewart TP (ed.), The GATT Uruguay Round, A Negotiating History (1986—1992) Vol II (Kluwer Law
and Taxation Publishers, Deventer, 1993) 2284-2287 and 2313.

22 TRIPS, Article 22(2) and Article 1.

23 In addition to Regulation 2081/92, there are a series of regulations dealing with designations for

wines and spirits: e.g. 1493/1999 of 17 May 1999 on the common organization of the market in
wine, OFL 179, 14 July 1999, p 16; 1576/89 of 29 May 1989 laying down general rules on the defini-
tion, description and presentation of spirit drinks, OFL 275, 25 April 1989, p 1. OFL 208, 24 July
1992, p 1, as amended by 535/97 of 17 March 1997, OFL 83, 25 March 1997, p 3 and Council Reg-
ulation (EEC) No 2082/92 of 14 July 1992 on Certificates Of Specific Character (TSG) For Agricul-
tural Products And Foodstuffs, Official Journal L 208, 24/07/1992, p 0009-0014. Note that for the
purposes of discussing models of international protection, this paper discusses only Reg. 2081.
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in another.?* The Court’s affirmation of the principle of free movement of
goods within the Community thereby removed any protection agricultural
and food producers might have enjoyed in respect of measures equivalent to
quantitative restrictions between Member States.

Cognizant of the need to replace production-based subsidies to farmers
with an instrument that would facilitate their ability to compete in interna-
tional commodity market, the European Commission saw GIs as having
the capacity to provide small to medium agricultural producers with a
means to achieve both product differentiation and financial stability. GIs
were perceived as a means of changing from quantity-based to quality-
based exports by creating a system that would allow consumers to recog-
nize and pay a premium for high-quality products produced only by tradi-
tional raw materials or methods and only within the regions with which the
products originally were associated. In this respect, one of the most import-
ant differences between trademarks and GlIs is that the latter cannot be
sold or delocalized and are accessible to any producer within the specified
region of origin, although individual companies are allowed to add their
own ‘sub-brands’.

In view of the strength of the GI’s relationship with the land, in 1992,
the Commission took the decision to protect high-quality agricultural
products based on geographical origin using designations of GI. In its
second recital, Regulation 2081/92 made express mention of the common
agricultural policy, in fulfilling its objective of contributing to ‘the diversifi-
cation of agricultural production ... so as to achieve a better balance
between supply and demand on the markets; ... [and benefiting] the rural
economy, in particular ... less-favoured or remote areas, by improving the
incomes of farmers’.?’> Regulation No. 2081 of 1992 created a sui generis or
specialist system of indications of origin throughout the common market.
Council Regulation 2081/92 on the Protection of Geographical Indications
and Designations for Agricultural Products and Foodstuffs?® notes in its
seventh recital that in view of the, ‘diversity in the national practices for
implementing registered ... GIs; ... a Community approach should be
envisaged; ... since, by providing a more uniform approach, such a frame-
work will ensure fair competition between the producers of products bearing

24 Case 120/78, Judgment of the Court of 20 February 1979 Rewe-Zentral AG v Bundesmonopolverwaltung
fir Branntwein (preliminary ruling requested by the Hessisches Finanzgericht) concerning the prohi-
bition of quantitative restrictions on imports and of measures having equivalent effect on the free
movement of goods (Article 30 of the EEC Treaty, now Article 28 of the EC Treaty).

%5 Recital 2, EEC Regulation No. 510/2006 and repealed Regulation 2081/92.

26 Entered into force on 25 July 1993; its fifth recital states in relevant part: ‘the labelling of agricultural
products and foodstuffs is subject to the general rules laid down in Council Directive 79/112 of 18
December 1978 ... in view of their specific nature, additional special provisions should be adopted
for agricultural products and foodstuffs from a specified geographical area.’
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such indications and enhance the credibility of the products in the consumers’

eyes’.?’

A. Subject matter, definition, and specification of the European
PGI and PDO

In view of its developmental objectives, the subject matter of the Regulation is
commensurately broad.?® Like trademarks, however, Gls are subject to the
principles of ‘specialty’, in so far as they are only protected in regard to the
kind of products on which they are actually used. Article 1 contains lists of
those agricultural products and foodstuffs intended for human consumption,
which may comprise the subject matter of protected designations of origin
and GIs. These are broadly detailed to include: essential oils, meat, fish, dairy
produce, and preparations thereof; fruit and vegetables and preparations
thereof; cereals and medical plants; and beers, bread, confectionery, and
pasta.?? The Regulation potentially applies therefore to a wide variety of agri-
cultural products, including ‘Tuscany’ for olive oil produced in a specific area
of Italy, ‘Roquefort’ for cheese produced in France.

Since ‘the indications PDO, PGI or equivalent traditional national indica-
tions may appear only on agricultural products and foodstuffs that comply
with the Regulation’,?° the scope of their definition and the accompanying
product specification is critical. Amended Regulation 510/2006 on the Pro-
tection of Geographical Indications and Designations of Origin establishes
two types of GI designations. The first, the ‘protected designation of origin’
(PDO), also encompasses traditional and non-geographic names. To qualify
for a PDO, the product must be produced, processed, and prepared within
the specified geographical area, and the product’s quality or characteristics
must be ‘essentially due to that area’. The second, the protected geographical

2T The purpose of protection is to promote agriculture’s role in protecting the rural environment, in
producing safe and high quality food and in contributing to maintaining the attractiveness of rural
areas for the young and new residents. To encourage applications for GIs, a special fast-track system
was initially provided in Article 17. In 2003 however this was abandoned in favour of financial incen-
tives. In addition, financial incentives are offered to EC producers to apply for geographical indica-
tions protection: Rural Development in the EU, 2003, http://www.eu.int/comm/agriculture/publi/
fact/rurdev2003/en.pdf. See also EC investment programme 17/01/2006. Approval of a €25.5 million
programme to support the promotion of agricultural products reflects growing concern over global
competition, http://www.foodanddrinkeurope.com/news/printNewsBis.asp?id=65149.

28 In March, 2006 Council Regulation (EEC) No 2081/92: OFL 208, 24.7.1992, was repealed and
replaced by Council Regulation (CE) n 510/2006 (adopted on 20 March) on the protection of geo-
graphical indications and designations of origin for agricultural products and foodstuffs, http:/
europa.eu/bulletin/en/200603/p117004.htm (visited 13 June, 2006). Henceforth all references in the
text are to the amended Regulation, unless otherwise indicated.

2% To see a list of the foodstuffs and agricultural products referred to in Article 1(1) of Regulation 510/

2006 see Annex I, Annex II of the Regulation and Annex 1 of the Treaty Establishing the European
Communities, Official Journal C 325, 24 December 2002, consolidated version, http://europa.eu.int/
eur-lex/lex/en/treaties/dat/12002E/htm/12002E.html

30 Article8. Note, references are to EEC Regulation No. 510/2006 unless otherwise indicated.
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indication (PGI), is broader in scope in so far as it requires the product to be
produced, processed, or prepared in the geographical area, and the quality,
reputation, or other characteristics to be attributable to that area.! The
requirements for a PGI are therefore less stringent than those pertaining to a
PDO, since the product need not originate entirely from the designated
region and need only have one particular quality, rather than the majority of
the food’s characteristics, that is attributable to, rather than exclusively due
to, the geographical area.

1. Product specifications for a PDO or PGI
To be eligible for a protected designation of origin (PDO) or a PGI, an agri-
cultural product or foodstuff must comply with a product specification.

In accordance with Article 4 (2), the product specification shall include at least:

(1) the name of the agricultural product or foodstuff;

(2) a description of the agricultural product or foodstuff, including the raw
materials, if appropriate, and principal physical, chemical, microbio-
logical or organoleptic characteristics of the product or the foodstuff;

(3) the definition of the geographical area;

(4) evidence that the agricultural product or the foodstuff originates in
the defined geographical area;>?

(5) a description of the method of obtaining the agricultural product or
foodstuff and, if appropriate, the authentic and unvarying local meth-
ods as well as information concerning packaging, if the applicant
group within the meaning of Article 5(1) so determines and gives rea-
sons why the packaging must take place in the defined geographical
area to safeguard quality or ensure the origin or ensure control;>?

Of fundamental importance to the character of the GI, paragraph (f)
requires the specification to contain details bearing out either:

(6) (i) the link between the quality or characteristics of the agricultural
product or foodstuff and the geographical environment or,

(7) (ii) the link between a specific quality, the reputation, or other char-
acteristic of the agricultural product or foodstuff and the geographical
origin referred to in Article 2(1)(b);

Likewise, paragraph (g) affirms the importance of maintaining the required
standards and control over their maintenance by requiring particulars of ‘the
authorities or bodies verifying compliance with the provisions of the specifica-
tion and their specific tasks’.

31 Article 2.

32 Article 2(3) allows certain raw materials to come from outside the designated area, details of which
must be included in the specification.

33 See Consorzio del Prosciutto di Parma & Salumificio S. Rita SpA v. Asda Stores Ltd & Hygrade
Foods Ltd, EC]J, Case C-108/01 (20 May 2003) infra.
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B. Rights conferred

A registered PDO or PGI enjoys the broad description of exclusive rights that
are provided in Article 13.1. It provides that registered names shall be pro-
tected against:

(a) any direct or indirect commercial use of a name registered in respect of
products not covered by the registration in so far as those products are
comparable to the products registered under that name or insofar as
using the name exploits the reputation of the protected name;

(b) any misuse, imitation, or evocation, even if the true origin of the product is
indicated or if the protected name is translated or accompanied by an
expression such as style, type, method, as produced in, imitation, or similar;

(c) any other false or misleading indication as to the provenance, origin,
nature or essential qualities of the product, on the inner or outer pack-
aging, advertising material or documents relating to the product con-
cerned, and the packing of the product in a container liable to convey a
false impression as to its origin;

(d) any other practice liable to mislead the public as to the true origin of
the product.

This not only prohibits food products from outside the region from using the
geographical name but also denies the use of the name to products within the
region that do not meet the standards set forth in the application. The latter pro-
hibition on exploitation may extend to include even dissimilar products which
attempt to trade on the cachet of the registered products, as where a French
court found that a comparable regulation governing wine appellations prohib-
ited the use of ‘Champagne’ for a perfume as a misappropriation of the regis-
tered designation.>* In this respect, the protection goes beyond that accorded to
trademarks, which is limited, except in the case of the most famous, to the goods
in which the mark is registered or those sufficiently similar to cause confusion.

Furthermore, the prohibition as to ‘any misuse, imitation or evocation,
even if the true origin of the product’ prevents the use of PDOs and PGIs in
conjunction with qualifiers such as ‘style’ or ‘method’. EU Member States
may allow continued use of these qualifiers for a transitional period of five
years, if the products had previously been marketed in such a manner for at
least five years and the true origin of the product is clearly labelled.?® How-
ever, this exception may not lead to the marketing of products freely on the
territory of a Member State where such expressions are prohibited.

34 Cour d’appel Paris 1st ch.A., 15 December 1993.

35 Article 13(4): such transitional national protection shall cease on the date on which a decision on
registration under this Regulation is taken. When that decision is taken, a period of up to five years
may be allowed for adjustment, on condition that the undertakings concerned have legally marketed
the products in question, using the names concerned continuously, for at least five years prior to the
date of the publication provided for in Article 6 (2).
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III. PROBLEMS CONCERNING THE EUROPEAN HARMONIZATION OF GIs

Since the introduction of the EC Regulation in 1992, European small to
medium agricultural producers have adopted GIs with increasing readiness.
Over 700 foods and beverages have been approved by the Commission for GI
registration, with another 320 applications under consideration®® are compet-
itively well placed to leverage the benefits of GI protection. In the case of Italy
for example, while large companies account for over 50% of Italy’s agricul-
tural revenue, the total agricultural sector is mostly comprised of small and
medium-sized enterprises specializing in local and traditional products.?’
Certified origin products enable those under the tutelage of the Consorzio di
Parma to supply niche markets that are not affected by competition from mul-
tinational agricultural and food corporations because production potential
will always be limited by the geographical area.

Despite its success within the European Economic Area, prior to the fur-
ther internationalization of protection for GIs, due consideration should be
given to the increased potential for disputation within both the private and
public spheres. In the decade since the European Regulation was imple-
mented, recurrent litigation bears witness to a number of technically thorny
issues that might well be replicated should similarly comprehensive protection
be adopted on an international scale.

A. Conflicts over the definition and specification of GIs

The history of the Regulation shows that definitional questions attached to
the specifications for PGIs and PDOs are likely to be the subject of recurrent
challenge. Article 2 defines both PGIs and PDOs as ‘the name of a region, a
specific place or, in exceptional cases, a country, used to describe an agricul-
tural product or foodstuff’.?® In both cases the Regulation provides that the
production, processing, or preparation should take place within the ‘defined
geographical area’.

The case of Northern Foods Plc v The Department For Environment, Food And
Rural Affairs has emerged as a ground-breaking case over the problems the
EC system for the protection of GIs can pose for competing producers out-
side the defined geographical area. Complainant Northern Foods seeks to
challenge the decision of the UK Department of the Environment, Food and
Rural Affairs (DEFRA) to forward to the European Commission, the applica-
tion of the Melton Mowbray Pork Pie Association for the registration of
‘Melton Mowbray Pork Pie’ as a PGI.

36 See above n 13.

3T European Commission, ‘Fischler Hails Signature of Wine and Spirits Accord as “Great Achieve-
ment for EC-Canada Trade Relations.” ¢ E.U. institutions press release, European Commission,
17 September 2003, http://europa.eu.int/rapid/start/cgi/guesten.ksh?p_action.gettxt=gt&doc=1P/03/
1256 | 0| RAPID&lg=EN&display= (visited 12 June 2006).

38 Article 2(2).
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Northern Foods’ objection is based on the claim that the description of the
geographical area given in the specification constitutes an artificially large
zone that would disproportionately benefit one producer alone.® At issue is
an area covering approximately 1,800 square miles, a region comprising parts
of Leicestershire, Nottinghamshire, and Northamptonshire. The proposed
designated area includes Leicester, where trade rival Samworth Brothers
make 62% of Britain’s Melton Mowbray pies, compared with the 28% share
held by Northern Foods. Northern Foods production, however, situated in
Shropshire and Wiltshire, finds itself situated outside the designated area.

On 21 December 2005, the UK High Court dismissed Northern Foods’
objection concerning the proposed ‘region’ of 1,800 square miles going far
beyond Melton Mowbray, as misconceived.*® As a matter of precedent,
European case law indicates that when considering the grant of a defined geo-
graphical area, the size of the area is immaterial.*! The dispute concerning the
Commission of the European Communities v the Federal Republic of Germany™*?
concerned an application by the Federal Republic of Germany reserving the
appellations ‘Sekt’ and ‘Weinbrand’ to the domestic product. The ECJ ruled
that ‘an area of origin which is defined on the basis either of the extent of
national territory or a linguistic criterion cannot constitute a geographical area
capable of justifying an indication of origin’, particularly as the products in
question could be produced from grapes of indeterminate origin.*> Notwith-
standing, on 14 March 2006, the Court of Appeal accepted the submission of
Northern Foods that the link between the PGI and the defined geographical
area should be clarified by the EC]J, considering the ‘real possibilities’ that
Member States might be applying different criteria.** Accordingly, the refer-
ence asks the court of Luxembourg to identify the criteria that must be
applied in delimiting that defined geographical area referred to in Articles
2(2)(b) and 4(2)(c) of the Regulation.

3

°

Pursuant to Article 4(2)(c), the specification in an application for a PGI must define the relevant
geographical area.

40 Northern Foods Plc v The Department For Environment, Food And Rural Affairs (2005) EWHC
2971.

Concerning the definitional breadth of the specified geographic area see Case T-109/97 concerned
the PDO ‘Altenburger Ziegenkése’ (goat cheese made in the Altenburg region, which must contain a
minimum percentage of goats’ milk), which was registered by Germany.

Case 12-74, Judgment, 20 February 1975.

Moreover under the new Regulation, it is clear that in the case of PDO, the materials may come from
outside the designated region the raw materials for the products concerned come from a geographical
area larger than, or different from, the processing area, Article 2 (1)(a) provided that: certain condi-
tions are satisfied as per para. 3.

4

4

)

43

4 Pursuant to Article 234 of the Treaty Establishing the European Communities, Official Journal C

325, 24 December 2002, consolidated version, http://europa.eu.int/eur-lex/lex/en/treaties/dat/
12002E/htm/12002E.html.
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B. Conflicts over the scope of specifications

The fact that only associations of producers are entitled to apply for registra-
tion of a PGI or PDO,* coupled with the potential breadth of the specifica-
tion means that GIs constitute a species of collective monopoly right. Former
Regulation No 2081/92 was intended to meet consumers’ expectations as
regards products of quality and an identifiable geographical origin and to ena-
ble producers, in conditions of fair competition, to secure higher incomes in
return for a genuine effort to improve quality.*® However, where the terms of
the specification give the association of producers full control over the chain
of supply and distribution, the tension between the intellectual property rights
of the collective and the free movement of goods becomes all the more acute.

1. The Parma Ham Case

The case of Consorzio del Prosciutto di Parma and Salumificio v. Asda Stores Ltd
& Hygrade Foods Ltd*" provides an apposite illustration. ‘Prosciutto di Parma’
is registered as a PDO in respect of ‘meat-based products’. The Consorzio is
registered as an inspection body for the PDO under Article 10(2) of former
Regulation No 2081/92. In addition, Italian Law No 26 on protection of the
designation of origin ‘Prosciutto di Parma’*® of 13 February 1990 reserves the
designation ‘Prosciutto di Parma’ exclusively to ham marked with a distin-
guishing mark allowing it to be identified at any time, obtained from fresh legs
of pigs raised and slaughtered in mainland Italy, produced in accordance with
provisions laid down in the law. Article 25 of the Italian implementing regula-
tions *° prescribed that the slicing and packaging of Parma ham must take
place at plants in the designated area, which are approved by the Consorzio
responsible for monitoring Parma ham production.

Defendant Asda Stores Ltd operates a chain of supermarkets in the United
Kingdom. The dispute concerned the sale of ‘Prosciutto di Parma’ by Asda
Stores Ltd bearing the description ‘Parma Ham’ that had been purchased
pre-sliced from Hygrade Foods Ltd, in packets that bore the words ‘ASDA A
taste of Italy PARMA HAM Genuine Italian Parma Ham’. The second
defendant Hygrade, having purchased the ham boned from an Italian producer
who was a member of the Consorzio, undertook the packaging, labelling, and
slicing for Asda supermarkets.

45 Pursuant to Article 5(1) ‘only a group shall be entitled to apply for registration’. For the purposes of
this Regulation, ‘group’ means any association, irrespective of its legal form or composition, of pro-
ducers or processors working with the same agricultural product or foodstuff. Other interested par-
ties may participate in the group. A natural or legal person may be treated as a group in accordance
with the detailed rules referred to in Article 16(c).

Recital 7.

Consorzio del Prosciutto di Parma & Salumificio S. Rita SpA v. Asda Stores Ltd & Hygrade Foods Ltd, EC]J,
Case C-108/01, (20 May 2003). Similarly see the extent of protection conferred on Grana Padano cheese
in Ravil SARL v Bellon import SARL and Biraghi SpA, Case C-469/00, http://curia.eu.int.

Legge No 26, tutela della denominazione di origine ‘Prosciutto di Parma’.

44

o

4

3

48

4 Decreto No 253, regolamento di esecuzione della legge 13 febbraio 1990, No 26.














































































