Substantive Trademark Law Harmonization…

Evans 
Trademark Law and Theory

C H A P T E R 7
Substantive Trademark Law Harmonization: 
On the Emerging Coherence between the Jurisprudence of
the WTO Appellate Body and the European Court of Justice
Gail. E. Evans*

I. INTRODUCTION

The conclusion of the Agree​ment on Trade‑Related Aspects of Intellectual Property Rights (TRIPS)
 in 1994 presaged the advent of a global epoch in trademark rights.  The TRIPS Agreement not only provides substantive standards for the eligibility and protection of trademarks, but also mandates that “effective” enforcement procedures are available under national legal systems. It does so by establishing a global network of “coordinate” national courts to enforce the substantive trademark provisions of the Agreement.
 Without replacing the national, territorially-based trademarks of Member States, TRIPS is based on principles of territoriality requiring independent trademark applications and actions for the enforcement of rights in each Member State of the World Trade Organization (WTO).

Despite the fact that domestic trademark laws have been duly amended in accordance with the TRIPS Agreement throughout the 151 Member States of the World Trade Organization (WTO),
 multi-jurisdictional actions for trademark infringement indicate that implementation of the TRIPS Agreement has not rendered the law more certain, nor the outcome of litigation significantly more predictable. The notoriety of multiple lawsuits in different countries between American brewer Anheuser-Busch and Czech rival Budĕjovický Budvar is illustrative. By Budvar’s reckoning, the two rivals for world markets had engaged in eighty-six suits and administrative proceedings as of 2006. Although Budvar lays claim to victory in sixty-nine countries including the United Kingdom, Japan, South Korea, Greece, Portugal and Finland, in a number of these jurisdictions the result is by no means a clearly defined division of the market. For example, in the featured case study, the Supreme Court of Finland ultimately upheld Budvar’s right to use its trade name “Budweiser Budvar, N.C.” when expressing the brewer of the beer on beer labels. However, the court denied Budvar the use of the words “Bud” and “Budweiser” as trademarks on beer labels, marketing materials and in​voices.
 The problem is that in the absence of substantive harmonization, that is to say, without guidance from a supranational court as to an appropriate interpretation and application of the trademark provisions of the TRIPS Agreement, there is unlikely to be any measurable improvement in the predictability of decision-making by national courts worldwide.
 

While the European Trademark Directive
 is similarly intended to provide an approximation of national laws throughout the 27 Member States of the Union, there is a significant difference. When uncertain as to the interpretation of the Trademark Directive, the national courts of Member States may request a preliminary ruling from the European Court of Justice (ECJ), if they consider that a decision on the question is necessary to enable them to give judgment. The system of preliminary reference from national courts has allowed the ECJ to construct a formidable body of trademark jurisprudence since the introduction of the Trademark Directive in 1988. As a supranational court, the ECJ is able to utilize the European Community’s membership of the WTO in order to interpret the TRIPS Agreement in a manner which will promote the substantive harmonization of trademark law throughout the European Union, particularly in those areas of law, such as unfair competition, where the Directive does not require an approximation of national laws. 

It is therefore not unreasonable to consider the ECJ in the role of a coordinating court. Indeed, such an aspiration would be consistent not only with the Court’s legal activism, as evident in the ensuing case study of trade name protection, but also with the European Community’s regional trade policy and associated goal of promoting the global enforcement of intellectual property rights.
 This Chapter therefore argues that the trademark jurisprudence of the WTO Appellate Body and ECJ demonstrates a new coherence that may, in time, constitute a means of realizing the substantive harmonization of trademark law. In the exposition of this argument, the Chapter begins by examining the respective capacities of the Appellate Body and ECJ to pursue substantive trademark law harmonization by deploying the rules of treaty interpretation. Thereafter, the core of the Chapter analyzes in depth the respective roles of the two tribunals in such an enterprise, both as a matter of substantive trademark law and adjudicatory technique. The article concludes by offering an assessment of the character, legitimacy and potential costs of substantive trademark law harmonization.
II. DEPLOYING THE RULES OF INTERPRETATION AS AN INSTRUMENT OF SUBSTANTIVE HARMONIZATION

As mediated by the ECJ, the relationship between the TRIPS Agreement and the European Trademark Directive is ambivalent. On the one hand, the Agreement does not have direct effect within the Community legal system; on the other hand the case study of trade name protection under Article 8 of the Paris Convention
 will show how the Court invokes the authority of the TRIPS Agreement to pursue trademark law harmonization in areas where the Community has not yet legislated. The latter development prompts us to inquire as to where the ECJ derives its authority to interpret the substantive provisions of the TRIPS Agreement? 
It is submitted that the ECJ, as an international court, is able to draw upon the European Community’s membership of the WTO in order to interpret the TRIPS Agreement in a manner which will promote the substantive harmonization of trademark law beyond the current confines of the Europe Union. The European Community is a WTO member in its own right, and as such it is a party to the TRIPS Agreement. In accordance with Article 1, the EC is under an obligation to implement the provisions of the TRIPS Agreement within the Community “legal system and practice.” Consequently, the Court’s reference to the trademark jurisprudence of the Appellate Body is justified in accordance with the logic of Article 1 to the effect that the three levels of law, international, Community, and national law, should be implemented and interpreted with consistency. The Court is therefore able to assert its authority to interpret the TRIPS Agreement on behalf of Member States, who are, in their own right, also Members of the WTO and parties to the TRIPS Agreement. As the highest court in the Community legal order, the ECJ is in a unique position to interpret the trademark provisions of the Agreement in a manner which will promote their substantive harmonization throughout the courts of Member States. 
A  The jurisdiction of the ECJ to interpret the TRIPS Agreement

According to its ruling in Dior
 the ECJ has jurisdiction to interpret the provisions of the TRIPS Agreement when the courts of Member States are called upon to apply and interpret national law where the Community has legislated and the Agreement applies. In Anheuser-Busch Inc. v Budĕjovický Budvar, the Court affirmed that:

the relevant provisions of the national trade-mark law must be applied and interpreted, as far as possible, in the light of the wording and purpose of the relevant provisions of both Directive 89/104 and the TRIPS Agreement. 

This ruling as to the hierarchy of trademark law begs the question as to how national courts are to approach the ordering of measures, in those cases where the Community has not legislated. This was precisely the novel question that arose in the case of Anheuser-Busch Inc. v Budĕjovický Budvar in respect of trade name protection. The trademark provisions of the TRIPS Agreement relate to a field in which the Community has adopted legislation and which therefore falls within the scope of Community law.
 By contrast, the Community has not, as yet, adopted legislation relating to trade names. Consequently, in Anheuser-Busch, the Supreme Court of Finland asked the ECJ whether third-party use of an identical or similar trade name might be regarded as use of an unauthorized sign for the purposes of TRIPS Article 16. The Court drew upon its membership of the WTO to affirm the Community’s obligation to interpret its trademark law, in the light of the wording and purpose of the TRIPS Agreement. 
The international rules concerning the interpretation of treaties and the way in which they are applied by the Appellate Body and the ECJ, allow considerable flexibility in the interpretation of the TRIPS Agreement. Pursuant to TRIPS Article 64, adjudicators must interpret the Agreement in accordance with the Vienna Convention on the Law of Treaties 1969.
 Consistently, Article 3.2 of the WTO Dispute Settlement Understanding directs Panels to interpret the TRIPS provisions “in accordance with customary rules of interpretation of public international law,” as embodied in the Vienna Convention. Both tribunals have a common approach to the application of these rules, in so far as it embodies a teleological approach to the interpretation of the TRIPS Agreement. Such an approach involves two key assumptions that adjudicators rely upon to explain and justify their findings. The first is the assumption that meaning inheres in the legislative test and that, a good part of the time, such meaning is plain, clear, or unambiguous. This is consistent with Article 31 of the Vienna Convention, which provides that a treaty must be interpreted in “good faith in light of (i) the ordinary meaning of its terms, (ii) the context and (iii) its objects and purpose.”

The second assumption is that the interpretation of the terms of the treaty should seek to follow its object and purpose. This assumes that the negotiators have intentions when they draft treaties or directives and that these intentions are known by adjudicators when called on to interpret legislation. Article 32 of the Vienna Convention, entitled “Supplementary Means of Interpretation,” defines what is meant by the “context of the treaty” and what other elements must be taken into account within the context, including the travaux préparatoires, any “subsequent practice in the application of the treaty establishing the understanding of the Parties as to its interpretation,” and any relevant rules of international law.
 The following analysis of case law will reveal the flexibility with which the rules of interpretation allow the Appellate Body and the ECJ to declare the law, and in so doing, to attain its supremacy.

III. THE PROTECTION OF TRADE NAMES IN ACCORDANCE WITH APPELLATE BODY AND ECJ JURISPRUDENCE

While trade names are a class of trade indicia that appear to have been overlooked as an element of brand management, transnational business is increasingly finding that the goodwill attaching to the company’s name may constitute a decided competitive advantage. In practice, there is considerable overlap between trademarks and trade names, to the extent that the name under which a company trades will frequently qualify for trademark protection.
 Independently of questions of trademark protection, however, the name of a company or trade name may possess a goodwill that the courts will protect by means of unfair competition law or passing off.

In the case of Anheuser-Busch Inc. v Budĕjovický Budvar the defendant Budvar counterclaimed that it was entitled to use its trade names that had been duly registered in Czechoslovakia on February 1, 1967. Budvar submitted that the signs used in Finland to market its beer could not be confused with Anheuser-Busch’s trademarks. It also submitted that, with respect to the sign “Budweiser Budvar,” the registration of its trade name in Czech, English, and French conferred on it, pursuant to Article 8 of the Paris Convention, a right in Finland earlier than that conferred by Anheuser-Busch’s trademarks. The earlier right was therefore protected under that Article.
If defendant Budĕjovický Budvar was to rely on trade name protection, the question was whether trade names were protected as a distinct category of intellectual property for the purposes of the TRIPS Agreement. As incorporated within that Agreement, Article 8 of the Paris Convention provides: 
A trade name shall be protected in all the countries of the Union without the obligation of filing or registration, whether or not it forms part of a trademark.

The implementation of Article 8 requires State A not only to protect trade names registered or established by use in that state but also foreign trade names which have been registered in State B of the Paris Union, provided they are sufficiently well known in the relevant trade circles of State A.

Consistently, under the Finnish Law on trademarks, the bona fide use of a trade name may provide a defense to an action for trademark infringement: 

Any person may use, in the course of his trade, his name, address or trade name as a trade symbol for his products unless use of that symbol might give rise to confusion with the protected trade mark of a third party or with a name, address or trade name lawfully used by a third party in his trading activities.

Nonetheless, in courts throughout the European Union, there remained some uncertainty as to whether the defense should apply not only in respect of the name of a natural person but also that of a company or business name. Thus, in Scandecor Development AB v Scandecor Marketing,
 the House of Lords observed that the inclusion of company names in the ambit of the defense represented the “better view,” nonetheless holding that the matter was not acte clair or free from doubt.
 

Indeed, Article 6 of the EC Trademark Directive refers only to a trademark owner not having the right to prohibit a third party from using, in the course of trade, “his own name or address.”
 Moreover, at the time the Trademark Directive was adopted, the Council and the Commission issued a joint declaration, that the term “his own name” applied only in respect of natural persons’ names.
 Consequently, when Defendant Budvar sought to rely on the defence that it was doing no more than using its own name, the Supreme Court of Finland decided to refer the question to the ECJ.
 
A. The Appellate Body incorporates trade names within TRIPS

In Havana Club,
 a curiously prescient claim by the European Communities concerning the protection of trade names presented the Appellate Body with the opportunity to rule upon the identification of new categories of intellectual property subject to the TRIPS Agreement. The EC argued that trade names are a category of intellectual property that should be protected under the trademark provisions of the TRIPS Agreement. The Panel however had declined to do so. The Panel interpreted the term “intellectual property” to refer to all categories of intellectual property that are the subject of Sections 1 through 7 of Part II, as if that phrase read “intellectual property means those categories of intellectual property appearing in the titles of Sections 1 through 7 of Part II.” In absence of their specific reference, this interpretation would have excluded trade names from the TRIPS Agreement and from the ambit of is enforcement provisions.

However, drawing upon the purposive approach to treaty interpretation, the Appellate Body took the view that intellectual property rights should not be limited in this way. It found that the Panel's interpretation ignored the plain meaning of Article 1.2, insofar as it failed to take into account that the phrase “the subject of Sections 1 through 7 of Part II” of the Agreement deals not only with the categories of intellectual property indicated in each section title, but also with other subjects as well. In order to justify the notion of including “other subjects of intellectual property,” the Appellate Body looked first to evidence of the potential breadth of intellectual property rights in the TRIPS Agreement. It drew its justifications widely, seeking evidence in a reference to sui generis protection for plant inventions in Article 27(3)(b). In a second, more oblique purposive reference, the Appellate Body invokes the redundancy rule to argue consequentially that to adopt the Panel's approach would be to deprive Article 8 of the Paris Convention (1967), as it is incorporated in TRIPS Article 2.1, of meaning and effect. 
Having rendered its own view of the negotiators’ intention respecting the categories of intellectual property covered by the Agreement, the Appellate Body could do no more than reject reference to the negotiating history of Article 1.2 of the TRIPS Agreement. For the purposes of Article 32 of the Vienna Convention, the Appellate Body found that the negotiating history of the Agreement did not confirm the Panel's interpretation of Articles 1.2 and 2.1. The rejection was based on a lack of specific reference in the records as to the inclusion of trade names in the TRIPS Agreement. On this basis, the Appellate Body reversed the Panel's finding that trade names are not covered under the TRIPS Agreement
 to conclude that WTO Members have an obligation to provide protection to trade names. 

While the Appellate Body identified trade names as a category of intellectual property subject to TRIPS, the claims of the State Parties did not permit analysis of the substantive aspects of protection. The following analysis will show how the ECJ subsequently pursues the substantive elements of harmonization by undertaking the task of calibrating the scope of trademark rights in relation to trade names.
B.
The ECJ interprets the scope of exclusive rights pursuant to TRIPS

The ECJ proceeds with the interpretation of TRIPS Article 16 by simultaneously invoking the trademark jurisprudence of both the Community and that of the WTO. Concerning the conditions under which the use of a trade name may be regarded as an infringing sign for the purposes of TRIPS Article 16(1), the court affirms the approach taken traditionally by national courts. Its first step is to inquire whether the trade name is being used as a trademark that is, to distinguish the goods or services of the defendant or simply as the business name of the firm. Article 5(5) of the Directive reflects the absence of harmonization with respect to unfair competition law.
 It provides: 

Paragraphs 1 to 4 shall not affect provisions in any Member State relating to the protection against the use of a sign other than for the purposes of distinguishing goods or services, where use of that sign without due cause takes unfair advantage of, or is detrimental to, the distinctive character or the repute of the trade mark. 
Consequently, where the sign constitutes a trade name which is not used for the purposes of distinguishing goods or services, it is necessary to refer to national law to determine the extent and nature, if any, of the protection afforded to owners of trademarks who claim to be suffering damage as a result of use of that sign as a trade name or company name. An action under unfair competition law or for passing off will be available wherever the defendant company’s name is calculated to deceive and so to divert business from plaintiff to defendant or to occasion confusion between the two businesses. Consistent with this position, the ECJ in Robelco NV and Robeco Groep NV
 held that Article 5(5) of the Directive must be interpreted to mean that a Member State may protect a trademark against use of a sign other than for the purposes of distinguishing goods or services, where use of that sign without due cause takes unfair advantage of, or is detrimental to, the distinctive character or the repute of the trademark. 

The Anheuser-Busch case gave the ECJ the opportunity to advance the Appellate Body’s analysis with respect to the scope of trademark rights and their interrelationship with trade names. The ECJ began by asserting that the exercise of trademark rights is reserved to cases in which a third party’s use of the sign affects or is liable to affect the functions of the trademark. It then invoked Community jurisprudence concerning the mark’s “essential function.” In HAG II, the Court held that to determine the effect of the trademark right, account must be taken of its essential function, which is “to give consumers a guarantee of the identity of origin of the marked products, thereby preventing confusion.”
C.  The ECJ determines the interrelationship of trademarks and trade names 

The ECJ’s definition of trademark use, as informed by the mark’s essential function, considerably broadens the scope of trademark rights. In Arsenal v Reed,
 the relevant question was not whether the use was a “trade mark use,” but whether this was liable to jeopardize the guarantee of origin which constitutes the essential function of the mark.
 The positive finding of the Court rested on the rationale that use of the defendant’s sign would deprive the mark of its distinctive character, because it would no longer be capable of guaranteeing origin.
 Subsequently, in Anheuser-Busch Inc with respect to claims against the infringing use of trade names, the ECJ proceeded to incorporate Community jurisprudence regarding Article 5 of the Directive with the exclusive rights conferred on the trademark owner in TRIPS Article 16 as follows:

A trade name may constitute a sign within the meaning of the first sentence of Article 16(1) of the Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS Agreement). That provision is intended to confer on the proprietor of a trade mark the exclusive right to prevent a third party from using such a sign if the use in question prejudices or is liable to prejudice the functions of the trade mark, in particular its essential function of guaranteeing to consumers the origin of the goods. 
 

Prima facie plaintiff Anheuser-Busch could successfully sue for trademark infringement since Budvar’s trade name was clearly being used as a distinguishing sign.
 The fact that in this case the allegedly infringing sign was a trade name gave the ECJ the opportunity to calibrate the substantive scope of the trade name rights, including their priority in relation to those of the plaintiff trademark owner.

However, as trade name protection constitutes an area in which the Community has not legislated, in order to strengthen the legitimacy of the exercise, the ECJ invoked the authority of TRIPS and Appellate Body jurisprudence. Hence the Court provided the following advice to Member States concerning the nature of trade names as a distinct category of intellectual property, whose protection is mandated pursuant to the Agreement:

It should be observed that a trade name is a right falling within the scope of the term ‘intellectual property’ within the meaning of Article 1(2) of the TRIPS Agreement. Moreover, it follows from Article 2(1) of the TRIPS Agreement that the protection of trade names, for which specific provision is made in Article 8 of the Paris Convention, is expressly incorporated into that agreement. Therefore, by virtue of the TRIPS Agreement, the members of the WTO are under an obligation to protect trade names (see also the Report of the WTO Appellate Body, United States – Section 211 of the Omnibus Appropriations Act, cited above, paragraphs 326 to 341).
 
Since defendant Budvar had forfeited its Finnish trademark rights,
 the first question was whether its trade name, used on its labelling for beer, could be considered an “existing prior right” within the meaning of Article 16(1) of the TRIPS Agreement.
 To this end, the question was whether the basis for the trade-name right concerned had arisen at a time prior to the grant of the trademark with which it was alleged to conflict. In fact, Budvar registered its trade name in the Czechoslovakian commercial register on February 1, 1967.  Registration of the trade name pre-dated the registration of Anheuser-Busch’s trademarks in Finland.
 As far as the first condition laid down in Article 16(1), defendant therefore possessed an existing right in the trade name falling within the temporal scope, and following the Appellate Body’s decision, subject to the substantive provisions of the TRIPS Agreement.
 Pursuant therefore to Article 8 of the Paris Convention, as incorporated, defendant’s trade name was protected in Finland “without the obligation of filing or registration, whether or not it forms part of a trademark.”

Prima facie, the Court’s ruling would result in plaintiff’s trademarks having to co-exist with defendant’s use of an identical or similar trade name in respect of the market for beer in Finland. Nor can such use be prohibited by virtue of plaintiff’s earlier registered marks having priority over the trade name. In a reversal of the rule of territoriality, if the trade name is registered in its home state A, then it has priority in State B if the trade name owner has established a minimum of sufficient goodwill and reputation in that territory. Nonetheless, undoubtedly concerned as to the degree its activism tended to privilege trade names, by way of limitation, the Court’s reading of Article 8 does not preclude Member States laying down conditions relating to minimum use or minimum awareness of the trade name in their territory.
D.
The ECJ finds trade names an exception under TRIPS Article 17

Having answered the questions on reference, the Court nevertheless pursued the entire scope of trade name rights, by examining the potential impact of Article 17 of the TRIPS Agreement, which allows the members of the WTO to provide for limited exceptions to the rights conferred by a trade mark as follows:

Members may provide limited exceptions to the rights conferred by a trademark, such as fair use of descriptive terms, provided that such exceptions take account of the legitimate interests of the owner of the trademark and of third parties.
The ECJ began by posing a question of its own as to whether the “own name defense” may extend to corporate names. Our analysis will show the ECJ drawing upon the authority of Community trademark law and jurisprudence to conclude that the Directive similarly permits such an exception. In this respect, Article 6(1)(a) provides: 

The trade mark shall not entitle the proprietor to prohibit a third party from using, in the course of trade, 

(a)  his own name or address; …

provided he uses them in accordance with honest practices in industrial or commercial matters. 
Invoking the canons of interpretation, the Court applied the ejusdem generis rule to the effect that, where general words follow an enumeration of specific items, the general words must be read as applying to items of the same kind.
 Since company names are of the same class, the application of ejusdem generis permitted the limitation of trademark rights to prohibit the use of not only personal names but also trade names. The potential application of the exception was further broadened by reference to Community trademark jurisprudence concerning the interpretation of the proviso.
E. Honest practice in industrial or commercial matters

In the case of Bayerische Motorenwerke (BMW), the ECJ set out the test as to whether the use was in accordance with honest practice.
 In that case, the Court held that the latter condition constitutes a duty to act fairly in relation to the legitimate interests of the trademark owner.
 In assessing “honest practice,” national courts must take into account first, the extent to which the use of the third party’s trade name is understood by the relevant public, as indicating a link between the third party’s goods and the trademark owner; and, second, the extent to which the third party ought to have been aware of that link.
 A third factor to be taken into account is whether the trademark concerned enjoys a certain reputation in the Member State in which it is registered and where its protection is sought–a reputation from which the third party might profit in marketing its goods. In the case of BMW, where defendant’s business was the second-hand sale and repair of BMW cars, “honest practice” meant avoiding any suggestion that the business remained affiliated to the BMW dealer network. In retrospect, BMW appears to have been the thin end of the wedge. In Gerolsteiner,
 the ECJ further broadened the scope of the derogation by ruling that third party use of a sign is nevertheless “in accordance with honest practices,” even if the use in question constitutes a use as a trademark, as opposed to merely descriptive use, and it is likely to cause confusion. 

F.  Discounting consumer confusion in favor of free movement 

Citing Gerolsteiner, the Court seamlessly incorporated the reading of “honest practice” for the purposes of Community Law with the injunction in Article 17 to consider the legitimate interests of the trademark owner as follows:

The condition of ‘honest practice’ is, in essence, an expression of the duty to act fairly in relation to the legitimate interests of the trade-mark proprietor … It is therefore essentially the same condition as that laid down by Article 17 of the TRIPS Agreement.

Subsequently, the ECJ justified its interpretation of the limitation on the rights conferred by a trademark with reference to the foundational principles EC as follows:

Article 6 seeks to reconcile the fundamental interests of trade mark protection with those of free movement of goods and freedom to provide services in the common market in such a way that trade mark rights are able to fulfil their essential role in the system of undistorted competition which the Treaty seeks to establish and maintain.

The difficulty in so doing is that it risks conflating the general purpose of the regulatory intent and institutional background of TRIPS and the Trademark Directive. The Court’s test resembles Article 17 in so far as it involves a consideration of the legitimate interests of the trademark owner. Article 17 contemplates a balancing of interests that is broader and in keeping with the decentralized institutional framework of the WTO. To incorporate the jurisprudence of Article 6 within a reading of Article 17 is to potentially remove the greater national discretion of WTO Members in respect of public policy goals. The Court’s reading or Article 6 of the Directive is strongly informed by the imperative of the free movement of goods. As a matter of trademark theory, Gerolsteiner is again instructive, since the breadth of the derogation in that case is justified not with reference to the mark as an indicator of source or quality, but to that of the common market and the free movement of goods.
  Taken to its limits such logic would no longer allow consumers to seek, or to avoid, particular sources of products or services. The question is how much confusion is needed to remove the defendant’s use of its trade name from the sphere of honest practice? Presumably, as the UK Court of Appeal pointed out in Reed Executive Plc,
 significant actual deception would be needed since the proviso is almost identical in wording to Article 10 bis (2) of the Paris Convention concerning unfair competition. 
IV. SUBSTANTIVE TRADEMARK LAW HARMONIZATION AND THE LEGITIMACY OF THE JUDICIAL ACTIVISM
In our case study concerning the protection of trade names, we saw the WTO and the ECJ exercising some remarkable judicial activism. As the Appellate Body points out, the incorporation of trade names as a category of intellectual property subject to the TRIPS Agreement means that trade names are not only subject to the obligation in Article 41.1 requiring Members make available the enforcement procedures listed in the Agreement, but also to the principles of non-discrimination contained in the obligations concerning national treatment and most favored nation treatment.
 

The particularly marked activism of the ECJ is exemplified by the inclusion of trade names as a possible exception to the exclusive rights of the trademark owner. When we compare the approaches of the WTO Appellate Body and the ECJ, we find a noticeable contrast in the character of their justification for their “continuing the analysis” beyond what is strictly necessary in order to respond to the claims of litigants. Recall that the Appellate Body derives its power to review the national trademark law of Members from Article 11 of the Dispute Settlement Understanding and the rule of international law that municipal laws are merely facts which express the will the State. The authority of the Appellate Body in continuing its analysis is also derived from this rule.
 

In contrast, with greater confidence in the legitimacy of an action derived from preliminary ruling mechanism, in the Anheuser-Busch case, ECJ justified “completing the analysis” of trade name protection by briefly referring to its responsibility to provide the national court with all the elements of interpretation of Community law which may be of assistance in adjudicating the case--significantly, whether or not that court specifically refers to them in its questions.
 In particular, in cases where there might be some uncertainty or difference of opinion between courts of member states with respect to the question whether company names are subject to the fair use or “own name” defense in cases of a prima facie trademark infringement.

The more cautious approach of the Appellate Body may be linked to greater concern for the foundations upon which it proceeds with an analysis of trade name protection and the associated allocation of decision-making authority. Conversely, the comparative confidence of the ECJ in the authority of the preliminary ruling mechanism rests on the success with which the Court has deployed it to establish the supremacy of Community trademark law. The comparatively less certain foundation of the rule from which the Appellate Body derives its authority for the assessment of domestic law might prompt us to question the legitimacy of substantive harmonization. 

In fact, the legitimacy of judicial activism has long tested the minds of jurists. Sir William Blackstone claimed that the judge’s role is to determine the law “according to the known laws and customs of the land.” The judge is “not delegated to pronounce a new law, but to maintain and expound the old one.”
 If judges merely find and apply authoritative law, and their interpretations are derived from the plain meaning of the legal text, their decisions presumptively carry the authority of the law they are applying. So it is that, in the instant the Appellate Body determines to be declaratory of the law, it calls upon the canon of interpretation that is known as the “plain meaning” rule. The claim that the meaning is clear serves to lend legitimacy to the rationale that the reading is determined by the fixed meaning of the text. Given the divergence of opinion between the Panel and Appellate Body, we see that there is no fixed meaning, and even if there were, the courts are not bound by it. 
No less, in the respect of the activism of the Appellate Body and the ECJ, the case studies set out in Part II reveal that adjudicators’ approach to the interpretation of the law, pursuant to the rules of the Vienna Convention, is critical both to the legitimacy and management of substantive harmonization. The following analysis therefore seeks to identify those interpretive techniques that may be considered common to their joint enterprise and characteristic of their new-found coherence. 
A. Use of the “plain meaning” rule as declaratory of lawmaking

In the WTO case of the Havana Club trademark, it will be recalled that the EC claimed that Section 211
 was discriminatory not only in respect of trademarks of Cuban origin, but also trade names. As trade names are not expressly protected in the TRIPS Agreement, this raised the question as to whether they were protected by means of the incorporation of Article 8 of the Paris Convention. When it reversed the Panel’s decision regarding the incorporation of trade names within the TRIPS Agreement, the Appellate Body did so on the basis that the Panel’s interpretation of the Agreement was contrary to the plain meaning of the words and was therefore not in accordance with the customary rules of interpretation prescribed in Article 31 of the Vienna Convention on the Law of Treaties. Employing this interpretative canon, the Appellate Body simply declared that it did “not believe” that the Panel's interpretation of Article 1.2 could be reconciled with the plain words of Article 2.1, since that Article “explicitly incorporates Article 8 of the Paris Convention (1967) into the TRIPS Agreement.”
  
Adjudicators may pair the plain-meaning rule with the redundancy rule to create the inference that the meaning was fixed once and for all at the moment law-makers drafted the treaty and that it cannot subsequently change. In that following extract, we can observe the Appellate Body doing so in order to lend greater legitimacy to the incorporation of trade names:

If the intention of the negotiators had been to exclude trade names from protection, there would have been no purpose whatsoever in including Article 8 in the list of Paris Convention (1967) provisions that were specifically incorporated into the TRIPS Agreement.  To adopt the Panel's approach would be to deprive Article 8 of the Paris Convention (1967), as incorporated into the TRIPS Agreement by virtue of Article 2.1 of that Agreement, of any and all meaning and effect.
  

Similarly, we can observe that the ECJ adopted the teleological approach to the interpretation of the TRIPS Agreement in Anheuser-Busch Inc. v. Budĕjovický Budvar. In order to construe Article 16 in light of the purpose of the TRIPS Agreement, the Court referred to the leading paragraph of the Preamble. That paragraph expresses the purpose of the agreement as one that aims to “reduce distortions and impediments to international trade” by “taking into account the need to promote effective and adequate protection of intellectual property rights,” while at the same time ensuring that “measures and procedures to enforce intellectual property rights do not themselves become barriers to legitimate trade.”
 The Court then characterized the intent of Article 16 in this light, holding that it provides registered trademark owners with a minimum international standard of exclusive rights which all members of the WTO “must guarantee in their domestic legislation.”
 

All the more significantly, proceeding to interpret Article 16 in light of the purpose of the TRIPS Agreement, the Court explained the text utilizing the terminology of Community trademark law as follows: 

[T]he exercise of the exclusive right conferred on the proprietor of the trade mark to prevent the use of the sign of which that mark consists or of a sign similar to that mark must be reserved to cases in which a third party’s use of the sign prejudices or is liable to prejudice the functions of the trade mark, in particular its essential function of guaranteeing to consumers the origin of the goods. 

Of course, this process in itself might be simply considered analogous to the reception of international law by a national court, were it not for the fact that the position and function of the ECJ as an international tribunal give its findings far greater authority. 

B. Use of the ‘supplementary material’ rule to achieve supremacy

The reader will recall that Article 32 of the Vienna Convention on the Law of Treaties contains a “Supplementary means of interpretation.” Our analysis of case law reveals that this rule may provide the Appellate Body or the ECJ  with the technical means to set aside extraneous materials, where they are considered to be either ambiguous or lacking the necessary authority or specific reference to the subject matter at issue. Thus in the Havana Club trademark case, the Appellate Body found that the passages quoted by the Panel from the negotiating history of Article 1.2 were inconclusive for their lack of specific reference to trade names. In order to clear the ground for its interpretation, the Appellate Body dismissed the negotiating history as in no way decisive of the issue as to whether the TRIPS Agreement covers trade names. Similarly, in Anheuser-Busch Inc., the ECJ deployed the rule to set aside a joint executive declaration of the European Commission and Council of the European Union as non-binding on the basis that no reference was made in its content to the specific wording of Article 6(1)(a) of the Directive. The Court concluded in favor of the inclusion of company names based on the “ordinary meaning” of “name,” a term that includes company names as belonging to “the same kind, class, or nature.” The Court’s positive application of the “plain meaning rule” required no consideration of the reasons that might have prompted the joint declaration. Although trademarks and trade names differ with regard to the subjects they are intended to distinguish, there is often a close association of common elements between a company name and a trademark as the Budweiser case clearly demonstrates. These common characteristics are likely to be even more pronounced in the case of service marks where the difference between a trademark designating specific services and the trade name designating the company providing them may be hardly distinguishable for the average consumer.
 

V. EVALUATING THE CHARACTER AND LEGITIMACY OF SUBSTANTIVE TRADEMARK LAW HARMONIZATION
This Chapter has posited that the trademark jurisprudence of the WTO Appellate Body and ECJ demonstrates a new coherence capable of realizing the substantive harmonization of trademark law. We have identified the elements of interpretive technique that are common to the Appellate Body and the ECJ as they each engage in construing the trademark provisions of the TRIPS Agreement. Nonetheless, the extent to which this new coherence is actually capable of realizing the substantive harmonization of trademark law will depend upon the standing of their jurisprudence before the network of national courts. We will therefore begin by considering the extent to which the courts of WTO Member States believe themselves bound to follow the rulings of the Appellate Body concerning the interpretation of the trademark provisions of TRIPS. Thereafter, we will inquire as to influence of the European Court’s trademark jurisprudence beyond the immediate confines of the Community.

A. The authority of Appellate Body and ECJ jurisprudence
1.
 Appellate Body case law
Article 19.2 of the Dispute Settlement Understanding states that Panels and Appellate Body “cannot add to or diminish the rights and obligations provided in the covered agreements.” This direction as to the lack of law-making capacity on the part of WTO adjudicators is consistent with the sources of international law as they are enumerated in Article 38 of the Statute of the International Court of Justice. Judicial decisions are described in Article 38 as a subsidiary means for the determination of law. Thus, when a dispute arises between states with regard to a matter regulated by treaty, the parties’ adjudicators should apply, in the first instance, the provisions of the treaty in question. In addition, Article 59 of the Statute states that decisions of the International Court of Justice have no binding force except between the parties to the case in question.

While the international legal system is technically without the formal doctrine of binding precedent, as a matter of practice, the legal reality is otherwise. Treaty-making power may reside with Members’ elected governments, but in practice “judicial activism” is as much a part of it, and is as necessary to the dialectic of legal interpretation at the level of international tribunals as it is at the national level. Reflecting this apparent inconsistency, Sir William Blackstone’s famous declaratory theory of judging holds that judges “find” rather than “make” law. To conclude otherwise is to ignore the practical effect which a WTO Panel or Appellate Body decision may have on the development of trademark law. This is certainly borne out by the impact of Appellate Body jurisprudence in the Havana Club case on the protection of trae names in Europe. 
2. ECJ case law

As the judicial institution of the Community responsible for the definitive interpretation of trademark law, decisions of the Court of Justice must be followed throughout the common market. The enlargement of the Community has seen the authority of the Court’s trademark law extend to an increasing number of European countries. Originally comprising six founding states in 1952, the European Union has grown over the duration of five successive enlargements to its current size of 25 member states. When further enlargement takes place in 2007, with the addition of Romania and Bulgaria, the EU will have 27 member states. Moreover, the authority of the Court’s trademark jurisprudence extends to the process of candidature and accession, which, as exemplified by the case of Turkey, brings with it an intensification of cooperation between the EU member states and a concomitant increase in authority of European legal institutions over those of the nation state.

The influence of the European trademark jurisprudence extends to the continents Africa, Asia, Europe, and the Americas by means of regional and bilateral agreements in the form of Partnership and Cooperation or Association Agreements.
 The European Union is seeking the global projection of its legal institutions by concluding regional trade agreements, negotiating new Economic Partnership Agreements (EPAs). To this end it is, for example, implementing the Cotonou Agreement
 with the African, Caribbean, and Pacific Group of States (ACP) and negotiating Economic Partnership Agreements (EPAs) with its ACP regional groups. The legal basis for the negotiation of external trade agreements, Article 133 of the European Community Treaty, indicates the significance with which the enforcement of intellectual property rights is regarded, in so far as paragraph 5 refers specifically to the conclusion of agreements concerning “the commercial aspects of intellectual property.”
 The States that have concluded EPAs are likely to experience the impact of the ECJ’s trademark jurisprudence most directly pursuant to provisions concerning the resolution of dispute between the parties. Most EC trade agreements employ a form of arbitration in which the EC law enjoys the distinct advantage, given the political and economic asymmetry of the parties and the lack of formal procedure.
B. The constitutionalization of adjudication: a lasting legacy

This chapter’s hypothesis concerning the new-found coherence of Appellate Body and ECJ jurisprudence is also consistent with the constitutionalization of adjudication. To the extent that the TRIPS enforcement regime created a supranational tribunal in the Appellate Body, it also set the stage for the allocation of decision-making between international and national trademark tribunals. It is possible to observe the Appellate Body creating a decision-making structure, retaining those issues foundational to the regulation of intellectual property to the international level, and allocating subsidiary or related issues to the national level. In the Havana Club case, for example, the Appellate Body ruled that questions pertaining to a mark’s capacity to distinguish the product or the rights conferred on the trademark owner are matters to be determined at the international level, whereas questions pertaining to the ownership of the trademark are threshold matters to be decided by national courts.
 In respect of the decision-making process, there can be little doubt that the adjudication of the Appellate Body will leave the network of national courts with a lasting legacy.

In keeping with its dual function, we can also observe the ECJ engaged in a similar but more elaborate process with respect to the allocation of decision-making between the Community and national courts. In the case of Anheuser-Busch Inc. v Budĕjovický Budvar, the Court issued the following directions: first, with respect to trademark use, the ECJ ruled that the national court has to confirm whether the use made is one that is “in the course of trade” and ‘in relation to goods” within the meaning of Article 5(1) of the Directive.
 The national court has to establish whether that is the case in the light of the specific circumstances of the use of the sign allegedly made by the defendant. Second, in cases of possible consumer confusion, it is for the national court to carry out an overall assessment of all the relevant circumstances, in order to assess whether the producer of the product bearing the trade name can be regarded as unfairly competing with the owner of the trademark.  
C. Potential disadvantages of Substantive Trademark Law Harmonization

In view of the increasing influence of the trademark jurisprudence of the Appellate Body and ECJ, this chapter concludes by considering the potential disadvantages to the adjudication of cases throughout the network of national courts. The Paris Convention allowed national courts considerable autonomy in decision-making. It provided the norms and the framework for adjudication without what the ECJ calls “the elements of interpretation.” The latter were supplied principally by drawing on national trademark jurisprudence. This flexibility allowed the interpretation of national law to change in accordance with the nation’s economic, social, and cultural development. Thus, Article 6 quinquies A(1) allowed the U.S. Court of Appeals for the Federal Circuit in In re Rath
 the flexibility to affirm the USPTO’s refusal to register the surname “Dr. Rath” on the principal register, on the ground that the mark was primarily merely a surname, absent proof of acquired distinctiveness.

Conversely however, when the elements of the interpretation are supplied by a supranational tribunal, national courts have far less flexibility in the application of the law to the facts at hand. Thus, we have seen that in the matter of trade names, the Supreme Court of Finland was given little option but to privilege the trade name of the defendant in relation to the plaintiff’s trademarks. Once the ECJ concluded that neither trademark use nor consumer confusion constituted elements capable of precluding the operation of the exception, little scope remained for the national court apart from deciding, based on evidence of local use, the extent to which the defendant’s trade name enjoyed a reputation in Finland.
  
The application of the ECJ’s interpretive guidelines shows that there is, in practice, a fine line between interpreting the law and applying the facts of the case. The ECJ’s decision in Arsenal v Reed,
 for example, contained a number of references to the facts of the case; the Court went as far as to disagree with Mr. Justice Laddie’s analysis of those facts. On return to the High Court of England, Mr. Justice Laddie again found in favor of the defendant, concluding that the ECJ’s interpretation of the law did does not change his original decision.
 He maintained that as there was neither trademark use nor evidence of consumer confusion, there was no case for trademark infringement.
 However, the Court of Appeals reversed, taking the view that the High Court should have followed the view of the European Court to the effect that the sale of unofficial merchandise was likely to damage the trademark or “jeopardize the guarantee of origin which constitutes the essential function of the mark.”
 Clearly therefore the substantive harmonization of trademark law involves national courts’ having less flexibility to decide with reference to local socio-economic conditions.
 

For the majority of developing countries and transitional economies, not having access to compensatory levels of financial support and technical assistance available to EC Members, the additional loss of sovereignty over their trademark law would constitute a decided disadvantage.
 Equally, at the micro level, a small to medium size enterprise that plays such a decisive role in economic development will bear the cost of operating within a public domain that is increasingly eroded by new categories of intellectual property rights.
 Likewise, as a matter of consumer protection, to entertain a greater likelihood of confusion between similar trademarks and identical or similar products is to increase the search costs on consumers who must either possess a more specialized knowledge or spend proportionately more time in searching for the desired quality.
 
VI. CONCLUSION

We began our inquiry with the hypothesis that the trademark jurisprudence of the Appellate Body and ECJ demonstrates a new coherence, in time, capable of bringing about the substantive harmonization of trademark law. The foregoing analysis has shown that, as international trademark tribunals, they possess the distinct capacity to pursue such a project. The incorporation of trade names within the TRIPS Agreement attests to the new-found coherence or shared understanding between the Appellate Body and ECJ as international trademark tribunals. From the viewpoint of Community Law, the heightened protection accorded trade names suggests that the trademark jurisprudence of the Appellate Body permits the ECJ to pursue harmonization in those areas of law where the Community has not yet legislated.  Therefore, in view of the capacity of the Appellate Body to allocate decision-making between international and national trademark tribunals, and in view of the authority with which the trademark jurisprudence of the ECJ is regarded both within the Community and beyond its borders,
 the realization of substantive trademark law harmonization on a case-by-case basis begins to seem far less improbable.
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